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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no evenl, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)^ Responsive to communication (s) filed on 20 January 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 
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4) M Claim(s) 1,4.5,7,8, 14.15, 19,33-42 and 44-48 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) |EI Claim(s) 14.5. 7.8. 14. 15. 19.33-42.44 and 46-48 is/are rejected. 

7) ^ Claim(s) 45 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments with respect to claims 1, 34, and 44 have been considered but are 
moot in view of the new ground(s) of rejection. 

With respect to the previous ground of rejection of Perlman et al., in view of Ballard, and 
in further view of Eldering et al., the applicant arguments were persuasive respect to the 
combined references not disclosing or suggesting the limitation pertaining to the "insertion" 
of the selected advertisement being conducted "prior to" the display of the "information 
document". 

2. Applicant's arguments with respect to claims 44 and 46-48 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent 
any evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that was not commonly owned at the 
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time a later invention was made in order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
5. Claims 1, 4, 5, 7, 8, 14, 15, 19, 33-42, 44, 46, and 47 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Brown et al. (US Pat No. 5,887,133), in view of Perlman et al. 
(WO 98/56128), in view of Ballard (US Pat No. 6,182,050), and in further in view of 
Eldering et al. (US Pat No. 6,457,010). 

In consideration of claims 1 and 34, the Brown et al. reference discloses an "information 
retrieval system" [10] comprising a "server computer" [24/26/28/34] and a "client system 
having a display device" [58] wherein the "client system has access to television 
programming viewed by a user of the information retrieval system" (Col 5, Line 23 - Col 6, 
Line 4). As illustrated in conjunction with Figure 7, the "client system" [58] "requests an 
information document from the server computer" and "based at least in part on the profile" 
"selects, at the client system" a substitute portion for the retrieved document, and "inserts" 
the data thereby "overwriting a preexisting advertisement that was included within the 
information document requested from the server" such that the "preexisting advertisement is 
overwritten in the information document prior to the information document being displayed" 
(Col 4, Lines 17-21; Col 8, Line 37 - Col 10, Line 58). Accordingly, while the reference 
discloses many of the claimed elements, the reference does not disclose the claimed 
limitations pertaining to the usage of a local advertisement repository, the compiling of a 
profile comprising at least information associated with television programming, and details 
pertaining to the profile not being shared. 
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The Brown et al. embodiment, in conjunction with "overwriting a preexisting 
advertisement that was included within the information document requested from the server", 
downloads information from a substitute document server [34] containing information which 
is not requested or solicited but is deemed desirable or useful (Col 5, Line 66 - Col 6, Line 
2). The Perlman et al. reference discloses a method for providing desirable information 
during off-peak hours as selected by editorial staff based either on payments or consideration 
that the items are novel or of general interest (Page 12, Lines 5-21). These advertisements 
are subsequently inserted from the "advertisement repository being stored at the client 
system" [220] into the retrieved "information documents" and "displayed" [105] (Page 13, 
Lines 22-28). Accordingly, it would have been obvious to one having ordinary skill in the art 
at the time of the invention to modify the Brown et al. embodiment so as to utilize a local 
repository comprising information that may be desirable or useful for insertion into requested 
information documents as taught by Perlman et al. for the purpose of providing a means by 
which to deliver high bandwidth content over a low bandwidth communication channel 
during off peak hours based on criteria of interest (Perlman et al: Page 2, Lines 21-25). 

The aforementioned combined references however, do not explicitly disclose, nor 
preclude, that the embodiment is operable to "compile a user profile at the client system". 
The Ballard reference discloses an embodiment wherein an "information retrieval system" 
[14] (Col 5, Lines 41-45, 54-64) may "insert data representing the selected advertisement" 
based on a "profile of the user of the information retrieval system at the client system" (Col 
7, Lines 50-65) which is not "sent to the server computer" [52] for purposes of selecting 
advertisements or other information that is desirable or useful to be inserted into information 
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documents which are sent via the server (Col 12, Lines 30-67 - Col 13, Lines 1-41). 
Accordingly, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined references, if necessary, to "compile a profile of the user 
of the information system" as taught by Ballard for the purpose of selecting the most relevant 
advertisements from the "repository" in a manner that further protects consumer privacy 
(Ballard: Col 1, Lines 7-60). The ability to protect consumer privacy would be particularly 
advantageous presuming the profile contains information related to the user's medical history 
as suggested in Brown et al. 

The combined references, however, do not explicitly disclose, nor preclude that the 
"profile includes at least information associated with television programming". The Ballard 
reference suggests that the "profile" may monitor "usage" (Col 7, Lines 21-25). 
Furthermore, the Brown et al. embodiment utilizes a profile that includes user preferences, 
past activity data or even medical records (Col 10, Lines 19-22). The Eldering et al. 
reference discloses a method for advantageously characterizing a subscriber of an 
"information retrieval system", such as a PC-TV device, (Col 7, lines 1-12) with information 
that is "stored locally" (Col 6, Lines 66-67 - Col 7, Line 1) and does not necessarily need to 
be shared (Col 2, Lines 55-67 - Col 3, Lines 1-4). The developed profile may be based "at 
least information associated with the television programming viewed by the user" (Col 5, 
Lines 25-35). Accordingly, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to modify the "profile" of the combined references, if necessary, 
with information pertaining to the "television programming viewed by the user" when using 
a PC-TV as taught by Eldering et al. Such a modification would advantageously enhance the 
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ability to identify information that is desirable or useful in a manner that further preserves 
privacy by using both viewing and demographic information to provides additional 
dimensions when targeting advertisements or other information of interest (Eldering et al.: 
Col 2, Lines 8-11). 

Claims 4 and 35 are rejected wherein the "act of inserting data representing the selected 
advertisement is conducted at the client system" (Brown et al.: Col 10, Lines 49-58; Perlman 
et al.: Page 18, Lines 1 1-20; Ballard: Col 13, Lines 4-25). 

Claims 5 and 36 are rejected wherein the Perlman et al. reference teaches that 
information such as advertisements may be "pre-downloaded" and stored in memory on the 
client system (Page 12, Lines 15-26; Page 18, Lines 1 1-20; Figure 5). 

Claims 7 and 37 are rejected wherein the "information document" is a web page in 
HTML format (Brown et al.: Col 6, Lines 44-52). 

Claims 8 and 38 are rejected aforementioned wherein the "profile" may be constructed 
"to further characterize the user" using a combination of user supplied demographic data, and 
tracking information as illustrated in Figure 1 of the Eldering et al. reference. 

In reference to claims 14-15 and 39-40, the Perlman et al. reference discloses that the 
host server may provide supplemental information including "news" [308] and "reference 
information related to the content of the television programming" such as sports information 
provided on ESPN® (Page 1 1, Lines 24-3 1 - Page 12, Lines 1-2). 

Claims 19 and 41 are met wherein the Perlman et al. reference discloses that information 
may be "pushed" to the client during off-peak periods (Figure 5; Page 12, Lines 18-21; Page 
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20, Lines 14-30). It is well known in the art that "push" technology does not require "direct 
user assistance". 

Claims 33 and 42 are rejected wherein the compiling of a "profile includes an act of 
identifying closed captioning received from television programming" (Eldering et al.: Col 5, 
Lines 36-46). 

6. Claims 44 and 46-48 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Perlman et al. (WO 98/56128), in view of Ballard (US Pat No. 6,182,050), and in further in 
view of Eldering et al. (US Pat No. 6,457,010). 

In consideration of claims 44 and 48, the Perlman et al. reference shows the schematic 
structure of a communications network for use with a "computer program product having one 
or more computer-readable media having computer-executable instructions" for 
implementing a "information retrieval system" such as the WebTV® client terminal [180] 
(Figure IB). The client terminal [180] facilitates shared screen viewing of television/internet 
content. Subsequently, it handles both the "request" for and "display" of "information 
documents" or HTML web pages (Page 5, Lines 9-19). The Perlman et al. reference teaches 
that the embodiment is operable to deliver potentially relevant material during off-peak hours 
as selected by editorial staff based either on payments or consideration that the items are 
novel or of general interest (Page 12, Lines 5-21). These advertisements are subsequently 
inserted from the "advertisement repository being stored at the client system" [220] into the 
retrieved "information documents" and "displayed" [105] (Page 13, Lines 22-28). 

The aforementioned Perlman et al. reference, however, does not explicitly disclose, nor 
preclude, that that the embodiment is operable to "compile a user profile at the client system . 
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. . The Ballard reference discloses an embodiment wherein an "information retrieval 
system" [14] (Col 5, Lines 41-45, 54-64) may "insert data representing the selected 
advertisement" based on a "profile of the user of the information retrieval system at the client 
system" (Col 7, Lines 50-65) which is not "sent to the server computer" [52] for purposes of 
selecting advertisements to be inserted into information documents which are sent via the 
server (Col 12, Lines 30-67 - Col 13, Lines 1-41). Accordingly, it would have been obvious 
to one of ordinary skill in the art at the time of the invention to modify the Perlman et al. 
reference, if necessary, to "compile a profile of the user of the information system" as taught 
by Ballard for the purpose of selecting the most relevant advertisements from the Perlman et 
al. "repository" [220] in a manner that further protects consumer privacy (Ballard: Col 1, 
Lines 7-60). 

The combined Perlman et al. and Ballard references, however, do not explicitly disclose, 
nor preclude that the "profile includes at least information associated with . . . television 
programming". The Ballard reference suggests that the "profile" may monitor "usage" (Col 
7, Lines 21-25) which in light of the combined references is construed as including television 
programming. The Eldering et al. reference discloses a method for characterizing a 
subscriber of an "information retrieval system", such as a PC-TV device, (Col 7, lines 1-12) 
with information that is "stored locally" (Col 6, Lines 66-67 - Col 7, Line 1) and does not 
necessarily need to be shared (Col 2, Lines 55-67 - Col 3, Lines 1-4). The developed profile 
may be based "at least information associated with both more recently viewed television 
programming and less recently viewed television programming" (Col 5, Lines 25-35). 
Accordingly, it would have been obvious to one of ordinary skill in the art at the time of the 
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invention to modify the "profile" of the combined Ballard and Perlman et al. references, if 
necessary, with information pertaining to the "television programming viewed by the user" 
when using a PC-TV as taught by Eldering et at. Such a modification would advantageously 
enhance the advertisement affinity ranking of Ballard since a "profile" that characterizes a 
viewer using both viewing and demographic information, subsequently provides additional 
dimensions to use when targeting advertisements (Eldering et al.: Col 2, Lines 8-11). 

In developing the "profile", the Eldering et al. reference, however, does not explicitly 
disclose, nor preclude that the "more recently viewed television programming [is] given 
more weight in the profile than the less recently viewed television programming". It would 
have been obvious to one having ordinary skill in the art at the time of the invention to 
modify the aforementioned combined reference such that the more recently viewed television 
programming associated with recent sessions is given more weight in conjunction with the 
development the weighted average session (Col 12, Line 52 - Col 13, Line 20) since it was 
known in the art to time decay transactions in conjunction with the development of profiles 
(ex. Kramer et al.: Col 26, Line 45-52). Such a modification would advantageously provide 
a means for reflecting that transactions that occurred long in the past have less relevance in 
determining today's preferences, hence providing a means for capturing/reflecting a viewer's 
changing preferences over time. 

Claim 46 is rejected wherein the Perlman et al. reference suggests that the "inserted data" 
or advertisements may replace a "preexisting advertisement that was included within the 
information document requested form the server" (Page 18, Lines 1 1-20). 



Application/Control Number: 09/264,432 Page 10 

Art Unit: 2614 

Claim 47 is rejected wherein the "selected advertisement is selected prior to requesting 
the information document" wherein the Ballard reference suggests that the user is sent 
advertisement target criteria and "prior to requesting the information document" the "client 
system" selects which of these advertisements are to be "stored" in the "advertisement 
repository at the client system" and subsequently inserted/displayed (Col 12, Lines 41-64). 
7. Claims 44 and 46-48 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Perlman et al. (WO 98/56128, in view of Bedard (US Pat No. 5,801,747), and in further view 
of Ballard (US Pat No. 6,182,050). 

In consideration of claims 44 and 48, the Perlman et al. reference shows the schematic 
structure of a communications network for use with a "computer program product having one 
or more computer-readable media having computer-executable instructions" for 
implementing a "information retrieval system" such as the WebTV® client terminal [180] 
(Figure IB). The client terminal [180] facilitates shared screen viewing of television/internet 
content. Subsequently, it handles both the "request" for and "display" of "information 
documents" or HTML web pages (Page 5, Lines 9-19). The Perlman et al. reference teaches 
that the embodiment is operable to deliver potentially relevant material during off-peak hours 
as selected by editorial staff based either on payments or consideration that the items are 
novel or of general interest (Page 12, Lines 5-21). These advertisements are subsequently 
inserted from the "advertisement repository being stored at the client system" [220] into the 
retrieved "information documents" and "displayed" [105] (Page 13, Lines 22-28). 

The aforementioned Perlman et al. reference, however, does not explicitly disclose, nor 
preclude, that that the embodiment is operable to "compile a user profile at the client system . 
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. . ". The Bedard reference discloses a PC-TV that is operable to "compile a profile of the 
user" including "at least information associated with both more recently viewed television 
programming and less recently viewed television programming, with the more recently 
viewed television programming being given more weight in the profile than the less recently 
viewed television programming" (Col 5, Line 34 - Col 7, Line 5). Such a profile may be 
shared with broadcasters to target commercials or may be utilized in retrieving information 
of interest via the Internet (Col 8, Lines 16-21, 31-63). Accordingly, it would have been 
obvious to one having ordinary skill in the art at the time of the invention to modify Perlman 
et al. so as to utilize the profile generation of Bedard for the purpose of identifying and 
proving information of interest from the internet based upon a viewer's past television 
viewing behavior (Bedard: Col 1, Line 67 - Col 2, Line 3). 

The combined references, however, do not explicitly disclose nor preclude that the 
"profile is stored at the client system without being set to the server for the purposes of 
selecting advertisements". Rather, in light of the combined references, it is more likely that 
profile information is shared for the selection of advertisements. However, the Ballard 
reference discloses a method for allowing targeted advertisements that further protects a 
user's concerns for privacy. The Ballard "information retrieval system" [14] (Col 5, Lines 
41-45, 54-64) may "insert data representing the selected advertisement" based on a "profile 
of the user of the information retrieval system at the client system" (Col 7, Lines 50-65) 
which is not "sent to the server computer" [52] for purposes of selecting advertisements to be 
inserted into information documents which are sent via the server (Col 12, Lines 30-67 - Col 
13, Lines 1-41). The compiled profile may further be based on monitored "usage" (Col 7, 
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Lines 21-25). Accordingly, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to modify the combined teachings, if necessary, to "compile a 
profile of the user of the information system" as taught by Ballard for the purpose of 
selecting the most relevant advertisements from the Perlman et al. "repository" [220] based 
on the locally based user profile in a manner that advantageously protects consumer privacy 
(Ballard: Col 1, Lines 7-60). 

Claim 46 is rejected wherein the Perlman et al reference suggests that the "inserted data" 
or advertisements may replace a "preexisting advertisement that was included within the 
information document requested form the server" (Page 18, Lines 1 1-20). 

Claim 47 is rejected wherein the "selected advertisement is selected prior to requesting 
the information document" wherein the Ballard reference suggests that the user is sent 
advertisement target criteria and "prior to requesting the information document" the "client 
system" selects which of these advertisements are to be "stored" in the "advertisement 
repository at the client system" and subsequently inserted/displayed (Col 12, Lines 41-64). 

Allowable Subject Matter 
8. Claim 45 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. In particular, there is no suggestion in the combined art of 
record such that the "most recently viewed television program is solely used to select the 
advertisement". The previous grounds of rejection were based on the premise that only one 
program was viewed during the session. However, the examiner's interpretation of claim 44 
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is such that it now requires the viewing of multiple programs namely a "newer" and an 
"older" program. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure as follows. Applicant is reminded that in amending in response to a rejection of 
claims, the patentable novelty must be clearly shown in view of the state of the art disclosed 
by the references cited and the objections made. 

■ The Alexander et al. (US Pat No. 6,177,93 1) reference discloses a method for 

targeting advertisements within an EPG using a profile compiled by monitoring of 
a user's internet and television interactions. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott Beliveau whose telephone number is 703-305-4907. 
The examiner can normally be reached on Monday-Friday from 9:00 a.m. - 6:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Miller can be reached on 703-305-4795. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
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. to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 



SEB 

February 23, 2004 




JOHN MILLER 
lUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



